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The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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respective legal representatives, appeared at the final
heari ng requested by the junior party under 37 CF.R 8§

1.617(b).
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THE PROCEEDI NGS BELOW

Jeon et al. filed their involved application on March 25,
1997. In the notice declaring this interference (Paper Nunber
1), Jeon et al. were accorded the benefit of their earlier
filed U S. application Serial Nunber 08/285,956, filed on
August 4, 1994. Cupps et al. filed their involved application
(which matured to U S. Patent Nunber 5,478,858) on Decenber 8,
1994.

In the notice declaring this interference, Cupps et al. were
accorded benefit of their earlier filed U S. application
Serial Nunber 08/169, 868, filed on Decenber 17, 1993.
Therefore, Jeon et al. are the junior party and Cupps et al.
are the senior party, respectively, in this interference. See
37 CF.R § 1.601(n).

Pursuant to 37 CF.R 8 1.608(b), when the effective
filing date of a junior party's involved application is nore
than three nonths after the effective filing date of the
senior party's involved patent, the applicant nmust file

evi dence whi ch denonstrates that they are prim facie entitled

to judgnment with respect to the patentee. The show ng nust
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al so include an explanation stating with particularity the

basi s upon which applicant is prima facie entitled to

j udgnent .
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Pursuant to 37 CF.R 8 1.607, Jeon et al. requested that
an interference be declared with Cupps et al. and nade their
presentation under 37 CF.R 8§ 1.608(b) to the primary
exam ner on May 11, 1998 (see paper Nunber 10 in Jeon et al.'s
i nvol ved application). The primary exam ner, in the
performance of his duties, determ ned that Jeon et al.'s
showi ng al |l eged a basi s upon which Jeon et al. would be
entitled to judgnent relative to Cupps et al. and forwarded
the parties' respective involved application and patent and
benefit applications to the Board of Patent Appeals and
Interferences (the Board) for a determ nation by an exam ner-
in-chief?® on the sufficiency of the showing and an ultimate
determ nati on of whether or not the interference should go
forward

I n Paper Nunber 2 of this proceeding, the APJ, in the
performance of his interlocutory duties, determ ned that Jeon
et al.'s showing under 37 CF.R 8 1.608(b) failed to show

that Jeon et al. were prinma facie entitled to judgnent

® Exami ners-in-chief (35 U.S.C. 88 3 and 7) are also known as

Admi ni strative Patent Judges (APJ's). See the Conmi ssioner's Notice dated
Cct ober 15, 1993, appearing in 1156 O G 32, Novenber 9, 1993.
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relative to the senior party patentees, Cupps et al. After
setting forth his analysis of Jeon et al.'s show ng and
expl ai ni ng why he found the showi ng to be inadequate, the APJ

pl aced Jeon et al. under an
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order to show cause why judgnment should not be entered agai nst
them pursuant to 37 CF.R 8 1.617(a).

Jeon et al. responded to the order to show cause by
filing the foll owm ng papers:

"RESPONSE OF JUNI OR PARTY JEON TO NOVEMBER 20, 1998
ORDER TO SHOW CAUSE" (c.o.m Decenber 21, 1998 -
Paper Number 3); and,

"JUNI OR PARTY JEON PRELI M NARY MOTI ON
NO. 1" (c.o.m Decenber 21, 1998 - Paper Number 4)

In their response to the order to show cause, Jeon et

al., inter alia: requested a final hearing to reviewthe

deci sion of the APJ as set forth in the order to show cause;
expl ai ned why judgnment should not be entered against Jeon et
al; submtted additional evidence acconpani ed by an
expl anation of "good cause" for proffering the additional
evi dence; and, filed a notion under 37 CF.R 8 1.633(Q)
attacking the benefit accorded Cupps et al. in the notice
declaring this interference.

After the above-noted papers were filed, in an order
mai |l ed on March 9, 1999 (Paper Nunber 5), the APJ provided the
senior party an opportunity to file an opposition to Jeon et

al.'s nmotion and al so an opportunity to file their views on
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why sunmmary judgnment agai nst the junior party was proper.
Further, the APJ provided Jeon et al. an opportunity to reply
to any papers filed by Cupps et al. See, generally, Paper
Nunber 5.

In response to the APJ's order, the follow ng papers were
filed in this proceeding:

"SENI OR PARTY CUPPS AND BOGDAN STATEMENT UNDER 37
CFR 1.617(d)", filed on April 6, 1999 (c.o0.m
April 1, 1999 - Paper Nunber 6);

"SENI OR PARTY CUPPS AND BOGDAN
OPPCSI TION NO. 1", filed on April 6, 1999 (c.o0.m
April 1, 1999 - Paper Nunber 7);

"REPLY OF PARTY
JEON TO SENI OR PARTY CUPPS AND BOGDAN OPPCSI TI ON NO.
1", filed on April 20, 1999 (c.o.m April 16, 1999 -
Paper Nunber 8);

"REPLY OF

JUNI OR PARTY JEON UNDER 37 C.F.R 8 1.617(e) TO
SENI OR PARTY CUPPS AND BOGDAN S STATEMENT UNDER 37
CFR 8 1.617(d)", filed on April 20, 1999 (c.o.m
April 16, 1999 - Paper Number 9);

| SSUES
The issues presented to this nerits panel of the Board
are: (1) was the order to show cause issued by the APJ in
Paper Number 2 properly issued; (2) should the additional

evi dence furnished by the party Jeon et al. subsequent to the



| nterference No. 104, 241

order to show cause be considered by this nmerits panel; (3) if
t he additional evidence is considered, have Jeon et al. nmade

out a case of prima facie entitlenent to judgnment relative to

Cupps et al.; and, (4) should the Jeon et al. notion filed
under 37 CF.R 8 1.633(g) and seeking to deny the senior
party Cupps et al. the benefit accorded themfor their earlier

filed application be granted.
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After a thorough review of the entire record before us
and for reasons fully expressed below, we find that the order
to show cause was properly issued by the APJ in the discharge
of his interlocutory duties. W find that Jeon et al. have
failed to establish "good cause” for now presenting the
addi tional evidence filed by themin support of their show ng
under 37 CF.R 8 1.608(b). W also find that Jeon et al.
have failed to neet their burden of persuasion and have failed
to establish that they are entitled to the relief requested by
themin their notion under 37 CF.R 8§ 1.633(Q).

THE MOTI ON UNDER 37 C.F.R 8§ 1.633(Qq)

In partial response to the order to show cause, Jeon et
al. filed a notion under 37 CF. R 8 1.633(g), attacking the
benefit accorded Cupps et al. for their earlier filed U S.
application Serial Nunber 08/169,868, filed on Decenber 17,
1993. If Jeon et al. neet their burden of persuasion and
establish that Cupps et al. are not entitled to the date for
whi ch t hey have been accorded benefit then Cupps et al.
effective filing date woul d becone the filing date of their

i nvol ved patent, that is, Decenber 8, 1994, and Cupps et al.

10
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woul d beconme the junior party. As correctly noted by Jeon et
al., if Cupps et al. becones the junior party then no show ng
by Jeon et al. under 37 C.F.R 8§ 1.608(b) would have been
necessary to go forward in this interference. Accordingly, we
shall first determne if Jeon et al.'s notion should be
gr ant ed.

A party bringing a prelimnary notion in an interference
bears the burden of establishing that the party is entitled to

the relief sought in the notion. Kubota v. Shibuya, 999 F.2d

517, 520-21, 27 USPQ2d 1418, 1422 (Fed. Cr. 1993); 37 CF. R
8 1.637(a), first sentence. Pursuant to 37 CF.R 8§ 1.637(9),
the notion "shall explain, as to each count, why an opponent
shoul d not be accorded the benefit of the filing date of the

earlier application.™

According to Jeon et al.'s notion, Cupps et al. should
not have been accorded benefit of their earlier filed U S
application with respect to the count in this interference.*
Jeon et al. observes that the count recites that R may be a
cyano (-C=N) group and the description of "cyano" substituents

in the disclosure of Cupps et al."'s involved application was

“ A copy of the count is attached in the appendix to this decision.

11
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added, for the first tine, when the Cupps et al. involved
patent, a continuation-in-part of Cupps et al. benefit
application, was filed on Decenber 8, 1994. Thus, Jeon et al.
urge that because Cupps et al.'s benefit application does not
di scl ose "cyano" substituents and because "cyano" substituents

are required by the

count, Cupps et al. should not have been accorded benefit of
their earlier filed application. W disagree.

Jeon et al.'s position evidences a fundanent al
m sunder st andi ng of the | aw and confuses benefit accorded with
respect to a count with the question of benefit under 35
U S.C 88 119 and 120. Benefit of prior applications for
priority purposes is accorded with respect to counts not

clainms. Daniels v. Daum 214 USPQ 911, 917 (Bd. Pat. Int.

1982). Al that is necessary for a party to be entitled to
benefit of an earlier filed application for priority purposes
is conpliance with 35 U.S.C. § 112 with respect to at |east
one enbodi nent within the scope of the count. Hunt v.

Treppschuh, 532 F.2d 1386, 1389, 187 USPQ 426, 429 (CCPA

1975); Den Beste v. Martin, 252 F.2d 302, 304, 305, 116 USPQ
584, 586 (CCPA 1958); Mori v. Costain, 214 USPQ 295, 297 (BPAl

1982); MPEP § 2309. 02.

12
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Benefit of prior applications under 35 U S.C. §8 119 and
35 U.S.C. 8 120 for determining what is the effective date of
an application under 35 U S.C. § 102(e) is accorded with
respect to what is clainmed by an applicant. That is, under 35
U S.C. 88 119 and 120 the question to be resolved is: does an
applicant's disclosure in the specification of the benefit
application relied on satisfy the requirenments of 35 U S.C. §

112, first paragraph, with respect to the full scope of the

subject matter now being clained by applicant. Wth respect

to 35 US.C § 119, see In re Costelli, 872 F.2d 1008, 1010,

1011, 10 USPR2d 1614 (Fed. Cir. 1989): Kawai Vv. Mtlesics, 480

F.2d 880, 885, 178 USPQ 158, 162 (CCPA 1973). Wth respect to
35 U.S.C. 8 120, see In re Lukach, 442 F.2d 967, 969, 970, 169

USPQ 795, 796 (CCPA 1971); ln re Scheiber, 587 F.2d 59, 62,

199 USPQ 782, 784 (CCPA 1978).

W find that Jeon et al. have failed to neet their burden
of persuasion and have failed to prove that they are entitled
to the relief sought by themin their notion. Rather than
prove that the Cupps et al. benefit application does not
descri be and enable, in the sense of 35 U S.C § 112, at |east
one species wthin the count, Jeon et al. have inproperly
focused on whether or not Cupps et al. benefit application

supports, in the sense of 35 U S.C. § 112, the full scope of

13
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Cupps et al.'s clainms in their involved application.

Mor eover, because Jeon et al. is the party bearing the
burden of persuasion it was not necessary for Cupps et al. to
prove that they are, in fact, entitled to the benefit of their
earlier filed application. Nevertheless, we agree with Cupps
et al., for reasons expressed in their opposition to the Jeon
et al. notion that because their benefit application, of which
their involved application is a continuation-in-part,
descri bes at | east one enbodi nent within the count in a manner
whi ch satisfies
the requirenents of 35 U S.C. § 112, that Cupps et al. were
properly accorded benefit of their earlier filed application
in the declaration of this interference.

Finally, we have not overl ooked Jeon et al.'s collateral
attack on the quality of the Cupps et al. disclosure vis-a-vis
Jeon et al.'s burden of proof in presenting their show ng
under 37 CF.R 8 1.608(b) but find that Jeon et al.'s attack,
like Jeon et al.'s argunents in favor of granting their
notion, is founded on a m sunderstandi ng of the relevant |aw.
Sinply stated, Jeon et al. have confused the requirenents for

prima facie proving an actual reduction to practice (Jeon et

14
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al.'s burden) with the requirenents for what constitutes a
constructive reduction to practice. Suffice it to say that
Cupps et al. are the senior party in this interference because
their benefit application serves as a constructive reduction
to practice of the subject matter defined by the count. See

Kawai v. Metlesics, 480 F.2d at 886, 178 USPQ at 163.

Accordingly, for all the above reasons, the notion under
37 CF.R 8 1.633(g) is DENILED. Because Jeon et al.'s notion
has been deni ed, we nust now determ ne whether or not the
order to show cause was properly issued by the APJ.

THE ORDER TO SHOW CAUSE

As the party with the burden of persuasion under 37
CF.R
8§ 1.608(b), Jeon et al. had the burden to establish that they

were prima facie entitled to judgnent relative to Cupps et al.

In order to establish they were prima facie entitled to

judgnment, Jeon et al. was required to prove at |east so nuch
of their case as would entitle themto an award of priority
assum ng that Cupps et al. relied solely on their filing date

and were not to rebut any of Jeon et al.'s case. See Hahn v.

Wng, 892 F.2d 1028, 1032, 13 USPQ?2d 1313, 1317 (Fed. Grr

15
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1989) .

Jeon et al. elected to prove they were prima facie

entitled to judgnent by attenpting to prove that they actually
reduced to practice an enbodi nent within the count prior to
Cupps et al.'s effective filing date. See page 4 of Paper
Nunber 10 of Jeon et al.'s involved application ("REQUEST FOR
| NTERFERENCE UNDER 37 C. F. R 81.607 AND SHOW NG UNDER 37
C.F.R §1.608(b)).

The count in this interference is a so-called bifurcated
count, that is, the count defines the interfering subject
matter in four alternatives, each of which is presuned to be
the "sanme patentable invention"” in the sense of 37 CF. R 8§
1.601(n). Thus, the count requires: either of two conpounds
represented by a particular structural fornula; a
pharmaceutical conposition conprising a safe and effective
anount of a conpound of either aforenentioned fornula; or, a
nmet hod for preventing or treating various di seases conpri sing
adm nistering a safe and effective anount of a conpound of

ei ther fornula.

Thus, the evidence relied on by Jeon et al. in their
showi ng under the rule nust establish that every limtation of

16
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the count in the interference existed in the enbodinent relied
on as an actual reduction to practice and the enbodi ment mnust

be denonstrated to have perfornmed as intended. Newkirk v.

Lulejian, 825 F.2d 1581, 1582, 3 USPQ@d 1793, 1794 (Fed. GCr
1987); Correge v. Mirphy, 705 F.2d 1326, 1329, 217 USPQ 7583,

755 (Fed. Cir. 1983); Parker v. Frilette, 462 F.2d 544, 548,

174 USPQ 321, 325 (CCPA 1972); Szekely v. Metcalf, 455 F. 2d

1393, 1396, 173 USPQ 116, 119 (CCPA 1972); Schur v. Miller,

372 F.2d 546, 551, 152 USPQ 605, 609 (CCPA 1967). The
i nvention of a compound is not considered to be conplete
unless its utility is established by proper tests. Blicke v.

Treves, 241 F.2d 718, 720, 112 USPQ 472, 475 (CCPA 1957).

17
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Additionally, in establishing an actual reduction to

practice, each of the prerequisites for establishing an actual

reduction to practice nust be corroborated by a non-inventor.
The obj ective sought in requiring i ndependent corroboration of
an actual reduction to practice of a chem cal conpound is to
insure that the inventor actually prepared the conpound and
knew it would work for its intended purpose. However, the
standard is not inflexible and is not to be applied

mechani cally. Hence a "rule of reason” approach is required.

M kus v. Wachtel, 504 F.2d 1150, 1152, 183 USPQ 752, 753 (CCPA
1974). Further, corroboration does not necessarily have to be
established by an "over-the-shoul der" observer. Rather,

sufficient circunstantial evidence can satisfy the requirenent

for corroboration. Knorr v. Pearson, 671 F.2d 1368, 1373, 213

USPQ 196, 200 (CCPA 1982); Lacotte v. Thomas, 758 F.2d 611

613, 225 USPQ 633, 634 (Fed. Cir. 1985); Berges v. CGottstein

618 F.2d 771, 774, 205 USPQ 691, 695 ( CCPA 1980).
Nonet hel ess, each and every limtation or elenent of the count

must be corroborat ed. M kus v. Wachtel, id.

Were, as here, the count enbraces a broad genus of

conpounds, the reduction to practice of a single conpound

18
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wi thin the genus of conpounds defined by the count constitutes
a reduction to practice of the invention defined by the count
for purposes of priority of invention in an interference

proceedi ng. Breuer v. DeMarinis, 558 F.2d 22, 24, f.n. 5, 194

USPQ 308, 309, f.n. 5 (CCPA 1977); MKkus v. Wachtel, 504 F.2d

at 1152, 183 USPQ at 753; Den Beste v. Martin, supra.

Accordingly, in order to prove they were prima facie

entitled to judgnent relative to Cupps et al. based on an
actual reduction to practice before Cupps et al. effective
filing date, Jeon et al. were required to prove that they: (1)
actual ly prepared any single conmpound within the scope of the
count (or a pharnmaceutical conposition conprising a safe and
effective anmount of a conmpound within the scope of the count
or a nethod for preventing or treating various diseases
conprising adm nistering a safe and effective anbunt of a
conmpound within the count): (2) appreciated that the conpound
prepared by them was the conpound they sought to prepare; and
(3) adequately tested the conpound prepared to establish that
t he conpound possessed a practical utility.

In their subm ssion under 37 CF. R § 1.608(b) filed with

the primary exam ner, Jeon et al. attenpted to prove that Yoon

19
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T. Jeon, one of the naned inventors in Jeon et al.'s involved
application, actually reduced to practice an enbodi nent within
the count on a date prior to Cupps et al.'s Decenber 17, 1993,
effective filing date. Specifically, Jeon et al. assert that
Yoon T. Jeon synthesized the conmpound of claim?29 of their

i nvol ved application as evidenced by a page from Jeon's

| aborat ory not ebook. See Exhibit B to Paper Nunber 10 and
Exhibit 1 to Exhibit B. The alleged actual synthesis of the
conmpound of Jeon et al.'s claim?29 is urged to have been
corroborated by Murali Dhar's declaration (Exhibit C) wherein
Dhar declared that it is his signature on the bottom of Jeon's
not ebook page under the headi ng "Wtnessed and Under st ood by

me". Dhar al so declared to have observed the synthesis of the
conpound as set forth by Jeon in Jeon's notebook and that the
date the conmpound was synt hesized was "prior to Decenber 17
1993".

The APJ hel d that even assum ng, arguendo, that Jeon et
al.'s showi ng proved that a conpound within the count was
synt hesi zed prior to Decenber 17, 1993, there was no evi dence

submtted with Jeon et al.'s showi ng under 37 CF. R 8§

1. 608(b) which established any utility for the conmpound

20
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al l eged to have been synthesized by Jeon. Neverthel ess, the
APJ al so held that neither the notebook page on which Jeon et
al. rely nor Jeon's declaration considered with Dhar's
corroborating declaration establish a structure for whatever
conmpound was actually synthesized by Jeon | et al one a conpound
having the structure depicted on Jeon's | aboratory not ebook
page. The APJ found that Jeon et al.'s show ng | acked at
| east evidence of any recognition by the inventor
cont enporaneous in tine with the all eged synthesis which
proved that a conpound actually possessing the structure
depi cted on the not ebook page was actually synthesized on a
date prior to Cupps et al. effective filing date.

Jeon et al. have argued that the APJ's determ nations
shoul d be overturned, that we should find the original show ng
under 37 CF.R 8 1.608(b) adequate to establish Jeon et al.

are prima facie entitled to judgnent relative to Cupps et al.

that the order to show cause shoul d be vacated for reasons set
forth on pages 6 through 10 of Paper Nunber 3 and, the
interference should be permtted to go forward.

We agree with the APJ's conclusion that Jeon et al.'s

original subm ssion failed to establish any utility for the

21
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conpound al | egedly synthesized by Jeon. Mere inspection of
the evidence originally submtted by Jeon et al. under 37
CF.R
§ 1.608(b) evidences a total |ack of any reference whatsoever
to any evidence of a practical utility contenporaneous in tine
with the evidence relied on to establish an actual reduction
to practice. On that basis alone, we find the APJ correctly
i ssued the order to show cause.

The error we see in Jeon et al.'s argunents as set forth
i n Paper Nunmber 3 on pages 6 through 10 concerning: the known
utility of simlar "ligands"; structural simlarity to other
conmpounds havi ng known utility; Jeon's expectation that the
conmpound he prepared woul d have a particular utility; and,
al | egedly known non-pharmaceuti cal uses of the conpound
al l egedly prepared by Jeon is that Jeon et al.'s original
subm ssi on contains no evidence in support of these nere
argunents and certainly no evidence contenporaneous in tine
with the all eged synthesis which established an appreciation
by the inventor of such alleged utility. Mere attorney
argunment cannot take the place of objective, probative

evidence lacking in the record. Knorr v. Pearson, 671 F.2d

22
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1368, 1373, 213 USPQ 196, 200 (CCPA 1982).

Additionally, Jeon et al.'s argunment that "numerous
conmpounds within the general class of two or three ring
conpounds attached to a 2-im dazolinylamno noiety, such as
t he conpound of claim29 and of the count, were known to be
ligands for an ', adrenergic receptor” (page 6 of Paper Nunber
3) sinply ignores the fact that Jeon et al.'s original show ng
cont ai ned no evidence of any utility. There is certainly no
evidence in the original showi ng which establishes that at the
time Jeon allegedly synthesized a conmpound within the count
that the conpound al |l egedly synthesized was known to be nenber
of a famly of known conpounds whi ch possessed a common
utility. Jeon et al.'s pronouncenent that Jeon synthesized
t he conpound set forth in his | aboratory notebook "with the
certain expectation that the conmpound would have this utility”
| acks any support in the record evidence and is considered to

be nere attorney argunent. W also direct Jeon et al.'s

attention to our reviewing court's decision in Fujikawa v.

Watt anasin, 93 F.3d 1559, 39 USPQ2d 1895 (Fed. Cir. 1996). In
addition to affirmng the requirenment for a show ng of

practical utility in establishing an actual reduction to

23
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practice, at 93 F. 3d 1564, 39 USPQ2d 1899 the court noted in a
di scussion of the necessity for testing that:
[i]t may be difficult to predict, however, whether a
novel conpound wi Il exhibit pharmacol ogi cal
activity, even when the behavi or of anal ogous
conmpounds is known to those skilled in the art.
Consequently, testing is often required to establish
practical utility.
Contrary to Jeon et al.'s representation at page 8 of Paper
Nunber 3, the Cupps et al. patent involved in this
i nterference does not acknow edge at colum 1, lines 9 through
15 that one or two ring 2-imdazolinylam no conpounds are

known as a famly to possess ", adrenergic receptors. Rather,
the reference therein is directed to Cupps et al. particul ar
conpounds as described by the formula at colum 2, lines 24
through 49. Further, while the Cupps et al. patent does
di scuss fromcolum 1, lines 17 through 57 nunerous references
to various conpounds generically described as " adrenergic
receptors, the nost significant disclosure in Cupps et al. in
colum 1 may be found in lines 57 through 61 wherein it is
di scl osed that:
However, many conpounds related in structure to
t hose of the subject invention do not provide the
activity and specificity desirable when treating
respiratory, ocular or gastrointestinal disorders.
(enmphasi s added)

24
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Thus, based on this record, the absence of any evidence in
Jeon et al.'s original showi ng establishing that there exist
"anal ogous conpounds” known by persons skilled in the art to
possess "pharmacol ogi cal activity" was an adequate basis for
requiring evidence of testing the conpound all egedly

synt hesi zed in order to establish the conpound possessed

practical utility.

25
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Jeon et al.'s entreaty that we go to Table 1 in the
specification of their involved application for evidence of a
correl ati on between structure and pharnmacol ogi cal activity
evi dences a m sunder standi ng of Jeon et al.'s burden of
persuasion. Jeon et al. were required to establish that at a
time prior to Cups et al.'s effective filing date they
prepared a conmpound within the count and recogni zed a
practical utility for the conpound. Manifestly, because Jeon
et al."'s application was filed after Cupps et al.'s effective
filing date, it cannot evidence a recognized practical utility
for their claimed conmpound before Cupps et al.'s effective
filing date.

We al so agree with the APJ's finding below that the copy
of a page from Jeon's | aboratory notebook which outlines a
proposed reaction scheme and which depicts a final product as
described by a structural formula coupled with the notation on
t he not ebook page that a reaction m xture was obtai ned was
insufficient to establish that a conpound within the count was
actual Iy prepared. Reduction to practice of a conpound
requires, inter alia: (1) production of a conpound satisfying

every limtation of the count; (2) recognition that a conpound
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wi thin the count was actually produced; and, (3) recognition

of a specific practical utility for the compound. See, Rivise

and Caesar, Interference Law and Practice 8§ 132 at page 396
(1948) .

We find that the notebook page, considered with Jeon's
decl aration and Dhar's corroborating declaration at best
establish that Jeon conceived of a nmethod for preparing a
conmpound of the indicated formula. Jeon et al. specifically
recogni ze this fact (see page 6 of Paper Nunber 3). However,
Jeon et al. have neither relied on a conception plus
reasonabl e diligence theory nor presented any evi dence of
reasonabl e diligence froma tinme just prior to Cupps et al.'s
effective filing date up to a reduction to practice by Jeon et

al. Evidence of prior conception alone would not prinma facie

entitle Jeon et al. to judgnent relative to Cupps et al.
Further, the nere description of a reaction schene and a

proposed product of that schene does not in and of itself |ead

to the conclusion that a conmpound having the structure

depicted on the | aboratory notebook page was actually

synt hesi zed. The fact that the notebook page bears the

initials under "Wtnessed & Understood by ne" of Mirali Dhar

27



| nterference No. 104, 241

does not establish the identity of what conpound was actually
produced by Jeon or independently corroborate the statenents
made on Jeon's not ebook page but only serves to establish that
t he not ebook page existed on a certain date, allegedly prior

to Decenber 17, 1993. Hahn v. Wng, 892 F.2d at 1032, 13

uUsPQ@d at 1317.

In reaching this conclusion, we have not overl ooked Jeon
et al.'s argunent that the "representation of a Thin Layer
Chr omat ogr aphy ("TLC') result represented by the rectangle on
the |l eft-hand side of the page) which was perforned
i medi ately after the synthesis schene"” proves a pure product
was obt ai ned (page 2 of Yoon T. Jeon's declaration filed as
part of Paper Nunber 3 in this interference). Neither have we
over| ooked the fact that in Dhar's declaration Dhar has
decl ared that:

| observed the synthesis of the compound by Yoon T.

Jeon. The date on which the synthesis took place is

prior to Decenmber 17, 1993, although the date has

been redacted fromthe copy of the notebook page.

Nonet hel ess, the "representation of a Thin Layer
Chr omat ogr aphy” on the | aboratory notebook page does not
identify the structure for the pure product allegedly

obt ai ned.
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| ndeed, TLC cannot establish the identity of the conmpound
synt hesi zed because TLC does not possess that qualitative
capability for a single, unknown conpound®. Moreover, absent
any additional evidence in their original subm ssion which
confirms the identity of what conpound was actually
synt hesi zed by Jeon, Dhar could not have known what the
identity of the reaction product obtained by Jeon was or
identified its structure based solely on his nere visual
observation | et alone that the reaction produced a conpound
having the fornul a depicted on the notebook page. Suffice it
to say that the notebook itself |acks any evidence indicative
of a contenporaneous in time recognition by either Jeon or
Dhar of the identity of the conmpound Jeon actually
synt hesi zed.

Jeon et al.'s argunent that their original showing "did
not need to be under 37 C.F.R 8§ 1.608(b) because the count

had not yet been defined" (page 4 of Paper Nunber 3) ignores

Wile Cupps et al. refer to Jeon et al.'s "representation" of a TLC plate
as a "photo", Jeon et al. nerely describes it as a "representation". Fromthe
page reproduced fromthe notebook it appears to this Board that the
representation is nerely a sketch. Neverthel ess, whether a "photo" or a
sketch, TLC is not a qualitative tool unless an unknown product and a known
sanpl e of a desired product are eluted on the same plate.
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the facts
in the record. Specifically, Jeon et al. requested that,
pursuant to 37 C.F.R 8 1.607, an interference be decl ared
with Cupps et al. (see Paper Nunber 10). The very rul e under
whi ch Jeon et al. requested an interference requires that the
party requesting the interference present a proposed count,
present at |east one claimin their involved application
corresponding to the count and identify at |east one claimin
the patent with whomthe party seeks an interference which
corresponds to the count. See 37 C.F.R § 1.607(a).

It is clear froma review of Jeon et al.'s original
submi ssion that Jeon et al. intended to file and actually
filed their showing under 37 CF.R 8 1.608(b), not 37 CF.R §
1.608(a) as argued by Jeon et al. It is also clear that,
contrary to Jeon et al.'s argunent that they did not know what
the count in the interference would be, Jeon et al. proposed a
count in their original showing, as required by the rule,
whi ch proposed count was identical to Jeon et al.'s claim 29.
Claim 14 of Cupps et al. patent was said by Jeon et al. in
their original showing to correspond exactly to the count

proposed by them
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In total, Jeon et al.'s evidence presented under 37
CFR
8§ 1.608(b) and considered by the APJ sinply |acks sufficient
evi dence of additional surrounding facts and circunstances,
bot h known by the inventor and i ndependent thereof, which
establishes both a utility for the conpound all egedly
synt hesi zed and an appreciation of or recognition by Jeon at
the tinme of the alleged synthesis that he actually prepared
t he conpound depicted in his notebook. Accordingly, we find
that the APJ properly found Jeon et al.'s original showing to
be i nadequate under the rule. W also find that the APJ
properly placed Jeon et al. under an order to show cause
pursuant to 37 CF.R 8 1.617(a), third sentence.

JEON ET AL.'S SUPPLENMENTAL EVI DENCE

Jeon et al. responded to the order to show cause by,
inter alia, filing additional evidence addressing the
shortcom ngs found by the APJ with respect to Jeon et al.'s
ori ginal showi ng and which Jeon et al. urge establishes: (1) a
conmpound within the count was, in fact, prepared before Cupps
et al. effective filling date; and, (2) the compound prepared

had utility. Jeon et al. have al so nade a show ng which they
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al | ege establishes "good cause" why the additional evidence
was not earlier presented with the original subm ssion. For
reasons which follow, we find: (1) Jeon et al. have failed to
establish "good cause" for not earlier presenting the
addi tional evidence filed in response to the order to show
cause; and, (2) assum ng for the sake of argunent that "good
cause" had been shown, the evidence neither establishes that a
conmpound within the count was prepared nor that the conpound
prepared was recognized at the tinme of synthesis to have
practical utility.

Jeon et al. urge that "good cause" exists for their
suppl ement al subm ssi on of evidence because: (1) on this
record they have presented nore evidence of utility than the
senior party presented in their application which matured to
their patent involved in this interference and that we should
consi der said supplenmental evidence because "[e]quity between
the parties nmandates such a result." (page 12 of Paper Numnber
3); (2) after reviewing Jeon et al.'s subm ssion under 37
C.F.R 8 1.608(b), the exam ner determned that an interference
shoul d be declared; and, (3) Jeon et al. relied on the

examner's inplicit finding of utility and the APJ shoul d have

32



| nterference No. 104, 241

deferred to the examner's inplicit finding on which Jeon et
al. relied.

Jeon et al.'s argunent that equity between the parties
mandat es that we consider their supplenental show ng sinply
m sunder st ands the procedure under 37 CF.R 8 1.608(b) and is
al so unsupported by any | egal precedent which supports Jeon et
al.'s position. Cupps et al. is sinply not under any burden
of persuasion at this point in this proceeding. Jeon et al.
are under the burden of showing that they are entitled to go
forward in this proceeding based on their originally filed
showi ng under 37 C.F.R 8 1.608(b) or their originally filed
showing in further view of their supplenental evidence.
Further, the requirenents for proving an actual reduction to
practice are separate and distinct fromthe requirenents for
satisfying 35 U.S.C. 88 101 and 112 with respect to the
utility requirenments for an application for a patent. Suffice
it to say that the sufficiency of Cupps et al.'s disclosed
utility for their conpounds in the disclosure of their
i nvolved patent is sinply not relevant to Jeon et al.'s
showi ng under the rule or Jeon et al.'s burden of persuasion.

Wth respect to Jeon et al.'s second and third reasons
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for accepting their supplenental evidence, we sinply note that
Jeon et al.'s argunents and underlying reasoning sinply do not
represent the relevant law. In the first instance, Jeon et
al . msunderstand the role of the primary exam ner in
reviewi ng the original show ng under 37 C.F.R 8§ 1.608(b).

When a showi ng under 37 CF.R 8 1.608(b) is required before
declaring an interference, the initial review of the show ng
is perforned by the primary exam ner. The primary exam ner's
reviewis solely to ensure that a basis for judgnment is

all eged and to ensure the requisite parts required by the rule
are submtted. Subsequently, assum ng the primary exam ner
determnes the filing requirenents of 37 CF.R § 1.608(b)
have been fulfilled, it is the APJ, in the exercise of his
interlocutory authority, who rules on the adequacy of the

showi ng. See Hahn v. Wng, 892 F.2d at 1035, 13 USPQRd at

1319 wherein the court noted that:

the sole role of the primary exam ner was to
determ ne whet her Hahn all eged a basis for priority
over Wng, not to determ ne whether Hahn had nade a
prima facie show ng of such priority. 37 CF.R
81.608(b). Cf. MP.E P. 82308.02, |ast paragraph
Only the exam ner-in-chief could make the latter
determ nati on and deci de whether the interference
shoul d go forward.

See also MP.E.P. §8 2308.02, pages 2300-21 and 2300-22. |If
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the showing is found by the APJ to be adequate to nmake out a

prima facie case of entitlenent to judgnent, then and only
then is an interference declared and allowed to proceed as any
other ordinary interference. Thus, Jeon et al.'s reliance on
both the exam ner's alleged determ nation that an interference
be declared and the examner's alleged "inplicit" finding of
utility was m spl aced.

Mor eover, the question before us is not whether or not
Jeon et al.'s compounds enbraced by their sole claim

corresponding to
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the count actually possess a practical utility. The question
before us is whether or not Jeon et al.'s showi ng proves that
Jeon et al. appreciated or recognized a utility for a conpound
within the count at a date before Cupps et al.'s effective
filing date.

We al so agree with Cupps et al. that Jeon et al. have
sinply failed to establish why the evidence now presented by
them was not earlier presented. Specifically, Jeon et al.
have failed to establish that the newy presented evi dence was
not available to them when their original show ng was
proffered. |Indeed, Jeon's declaration filed with the
suppl ement al evi dence all eges that the NVR and Mass
Spectronetry data submtted as Exhibits 1, 2 and 3 were
performed before Cupps et al.'s effective filing date.
Therefore, there is no valid reason for why such evi dence was
not included with Jeon et al.'s original showing. The sane
can be said for Jeon et al.'s supplenental evidence of
practical utility for the conpound all egedly synthesized by
Jeon as represented by Exhibits 6, 7 and 8 of the suppl enent al
show ng.

Contrary to Jeon et al.'s argunent that we should

36



| nterference No. 104, 241

consi der the supplenmental evidence proffered by them because
"the Judge may now require nore evidence," (page 12 of Paper
Nunber 3) it was the law, not the APJ, which required nore

evi dence than provided by Jeon et al. with their original

showi ng. Jeon et al. were presuned to know the | ega

requi renents for establishing an actual reduction to practice
when their original showi ng was nade. To the extent that Jeon
et al."s argunent is in reality an argunent that they were
unaware of the legal requirenents for proving an actual
reduction to practice, the commentary to the new rules and the
cases interpreting the new rules make it clear ignorance of

t he substantive requirenents of the | aw does constitute "good
cause" under the rule.

Al t hough we have held that Jeon et al. have failed to
establish "good cause" for now presenting their suppl enental
evi dence and, therefore, we need not consider their evidence
on the merits, in an abundance of caution and for the
conpl eteness of the record we nake the foll ow ng observati ons.
In the first instance, all the supplenental evidence is
proffered by Yoon T. Jeon, one of the naned inventors in Jeon

et al.'s involved application and, accordingly, requires

37



| nterference No. 104, 241

corroboration by a non-inventor. There is no evidence of
corroborati on acconpanyi ng Jeon et al.'s suppl enental show ng.
Additionally, while an NVR spectrum nmay be consistent with a
hypot hetical structure for a given unknown conpound it cannot
wi t hout nore, ordinarily, prove an unknown conmpound possesses
a particular structure. Further, when the handwitten fornul a
on the face of Exhibit 1 was witten on the exhibit or by whom
is not set forth. W also have no way of determ ning from
Jeon' s decl aration who performed the anal ysis described in
Exhibits 1, 2, 3, 6, 7 and 8 nor is there any evidence,

i ndependent of the inventor, establishing that the conpound
described in Jeon's notebook was the conpound for which the
anal ysi s was perforned.

Jeon et al.'s additional evidence which allegedly
establ i shes that the conpound all egedly synthesized by Jeon
woul d have been expected to have the sane utility as
structurally simlar conpounds known in the art is inadequate
to prove that hypothesis. Specifically, in the conpounds
di sclosed in the d uchowski patent the im dazolinylam no
noi ety is linked to a benzoxazi ne nucl eus, a nitrogen- and

oxygen-cont ai ni ng heterocyclic ring system In the conpounds
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enbraced by the count, the imdazolinylam no noiety is |inked
to a benzim dazole ring, a nitrogen-containing ring system
There is no evidence which establishes that a person of
ordinary skill in the art would have considered a
benzi m dazole ring and a benzoxazine ring to be structurally

simlar. Inlnre Gabiak, 769 F.2d 729, 731, 732, 226 USPQ

870, 872 (Fed. Cir. 1985) the court held an expectation of
simlar utility for structurally simlar conpounds only arose

after presentation of evidence of structural simlarity and

simlar biological properties. See also In re Payne, 606 F.2d

303, 313, 314, 203 USPQ 245, 254, 255 (CCPA 1979); ln re

Gyurik, 596 F.2d 1012, 1018, 201 USPQ 552, 557 (CCPA 1979); |n
re Wlder, 563 F.2d 457, 465, 195 USPQ 426, 429 (CCPA 1977).
As the court held in In re Payne at 606 F.2d 313, 203 USPQ

254
"An obvi ousness rejection based on simlarity in
chem cal structure and function entails the
notivation of one skilled in the art to nmake a
cl ai med conpound, in the expectation that conmpounds
simlar in structure will have simlar
properties."[citations omtted]
Because there is no evidence which establishes at a tinme prior
to Cupps et al.'s effective filing date that Jeon et al.'s
conmpound woul d have been considered to be structurally simlar
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to the conmpounds in A uchowski, no expectation of properties
simlar to the properties for d uchowski's conpounds may be
presuned. The same criticismapplies to the conpounds

described in the van Meel et al. publication.
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CUPPS ET AL. REQUEST FOR SANCTI ONS

On page 6 of Paper Nunber 6, Cupps et al. has advised
this Board that Jeon et al. failed to serve on the senior
party a copy of any of the evidence which Jeon et al.
submtted to establish their right to proceed under 37 C.F.R 8
1.608(b). As correctly noted by Cupps et al., 37 CF.R 8
1.617(b), last sentence and 37 CF.R 8 1.612(c) require that
such evi dence be served on all opponents. Wile Cupps et al.
have not specifically requested that we sanction Jeon et al.
for their conduct, they parenthetically refer to 37 CF.R 8
1.616(a) in the last sentence of the full paragraph on page 6
of Paper Nunber 6.

Wiile we agree with Cupps et al. that Jeon et al.'s
failure to conply with the rules is sanctionabl e conduct,
Cupps et al. have not inforned this Board what woul d be a
sui tabl e sanction for such conduct. Because we have rul ed
agai nst the interests of the junior party Jeon et al. on al
i ssues rai sed before us and because the senior party has not
advi sed us as to what they would consider to be a suitable
sanction, we decline to exercise our discretionary authority

under the rules and sanction the junior party. Conpare
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Cerritsen v. Shirai, 979 F.2d 1524, 24 USPQ@d 1912 (Fed. G r

1992) .
JUDGMVENT

In light of all the above, in accordance with 37 C.F. R
8§ 1.617(g), sunmary judgnment with respect to Count 1 in this
interference is awarded to Thomas L. Cupps and Sophie V.
Bogdan, the senior party. Thomas L. Cupps and Sophie V.
Bogdan, the senior party, are entitled to their patent
containing clainms 1 through 21 corresponding to Count 1. Yoon
T. Jeon and Charles d uchowski, the junior party, are not
entitled to a patent containing claim?29 of their involved

application corresponding to Count 1.

MARC L. CAROFF
Adm ni strative Patent Judge

)
)
)
g
ANDREW H. METZ ) BOARD OF PATENT
Adm ni strative Patent Judge) APPEALS
) AND
) | NTERFERENCES
)
)
)
)

ADRI ENE LEPI ANE HANLON
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Adm ni strative Patent Judge)

Attorney for Jeon et al.:

John P. Wite, Esq.

Cooper & Dunham

1185 Avenue of the Anericas
New York, NY 10036

Attorney for Cupps et al.:

Karen F. dark

The Proctor & Ganmbl e Conpany
Mam Valley | aboratories

P. O Box 538707

Ci ncinnati, OH 45253-8707
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APPENDI X

Count 1

A conpound having the structure of Formula I:

H :
n n—’\>
<\n 2P
H
He
- OR-

A conpound having the foll ow ng structure of Fornula I|a:
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wherein a) Ris an unsubstituted al kanyl or al kenyl
having from1 to about 3 carbon atons; b) R is selected from
the group consisting of hydrogen; unsubstituted al kanyl or
al kenyl having from1l to about 3 carbon atons; unsubstituted
al kylthio or al koxy having from1l to about 3 carbon atons;
hydroxy; thiol; cyano; and halo; c) R' is selected fromthe
group consi sting of hydrogen, nethyl, ethyl and i-propyl;

-OR-

A pharnmaceuti cal conposition conprising a) a safe and
ef fective amount of a conmpound of Forrmula | or Formula la, and
b) a pharnaceutically acceptable carrier,

-OR-

A nethod for preventing or treating glaucom, diarrhea or
nasal congestion conprising admnistering a safe and effective
anount of a conpound of Formula | or Formula la to a subject
in need of such treatnent.

The clains of the parties which correspond to count 1

ar e:
Jeon et al.: 29
Cupps et al.: 1-21



